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REMARKS 

The applicant notes with appreciation the Examiner's comments in the Office 
Action dated April 20, 2006, in particular the substantive allowance of claims 4-8 and 10- 
16. It is noted that the Examiner again withdraws the previous rejections of record 
without addressing the Applicant's prior arguments, and now makes new rejections based 
in part on a newly cited prior art reference. It is believed that the present Office Action is 
prematurely made final, since it is based in part on a reference not previously cited by 
either the Examiner or the Applicant. It is further believed that the Examiner has not 
properly supported the prima facie case of obviousness, and therefore reconsideration is 
respectfully requested. 

Addressing first the Section 1 12, 2d paragraph rejection (paragraph 2 of the Office 
Action), it is believed that the present amendment to claim 1, clarifying that the base layer 
is adapted for overlaying the gripping end of an article of sports equipment, addresses the 
Examiner's concern regarding clarity. No new matter is added since support for the 
amendment is found in the Specification as filed, both inherently (to be useful, a grip 
designed for sporting equipment must be adapted for overlaying the gripping end) and 
explicitly (see at least page 4, 11 14-1 5, page 4, line 18 bridging to page 5, line 2, page 5, 
// 7-16, page 9, 11 12-14, and Figure 1). It is believed that this amendment should be 
entered, since the amendment places the claim in condition for allowance or in better 
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form for appeal. See 37 C.F.R. §1.116 and Section 714.12 MPEP, ch. 700, pp. 235-236. 
Withdrawal of the Section 1 12 rejection and entry of the amendment is respectfully 
requested. 

Turning now to paragraph 3 of the Office Action, two references are cited in 
support of the most recent Section 103(a) rejection. U.S. Patent No. 6,065,764 to 
Moseley had been previously made of record during the earlier prosecution of the 
application. The secondary reference, U.S. Patent No. 5,256,457 to Pantaleo et al., is 
newly cited. To properly support a final rejection based on new art in a second or 
subsequent Office Action, the art citation must have been necessitated by an amendment 
by Applicant or have been cited in an Information Disclosure Statement. It is believed 
that the search which uncovered the Pantaleo reference was not necessitated by any 
amendment made by the Applicant, and the Pantaleo reference was not submitted by the 
Applicant in an information disclosure statement. Accordingly, since the present 
rejections rely on completely new art (Pantaleo) whose citation was not necessitated by 
any action of the Applicant, the finality of the Office Action is believed to be 
procedurally improper. 

As background and to clarify the record, the present amended claims set was 
entered in response to the Office Action dated December 29, 2005, wherein the Examiner 
made various rejections based on U.S. Published Patent Application No. 20040139569A1 
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to Chen and U.S. Patent No. 2,489,707 to Eubanks. The sole amendment made to the 
claims in response to the Office Action of Dec. 29 was to amend claim 1 to include the 
feature of at least one base layer overlaying a gripping end (see the amendment paper 
dated January 30, 2006). It is this amendment that is claimed to have "necessitated the 
new grounds of rejection" on which the finality of the Office Action dated April 20, 2006 
is predicated. 

However, as expressly noted in the response filed on Jan. 30, 2006, the limitation 
of "at least one base layer overlaying said gripping end" was in fact contained in claim 1 
of the present application as originally filed , and was merely re-inserted into the claim 
during prosecution. The limitation of a design disposed between and fixed to at least one 
of a base or top layer was similarly in claim 1 well before the present Office Action and 
citations of new art issued. In view of the requirements of the MPEP, which expressly 
requires the Examiner to find the best references and apply them on the first search 
(Section 707.02), as well as the proscription against "piecemeal examination" [Section 
707.07(g)], it is difficult to believe that these limitations were not adequately searched 
well prior to the present Action. Since the limitation were presumably already thoroughly 
searched well before the date of the present Office Action, it is disingenuous at best to 
suggest that the Applicant's amendment "necessitated the new grounds" on which the 
finality of this Office Action relies. At the least, to satisfy the Office's duty to afford an 
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applicant for patent some measure of due process, the Applicant believes that it is 
appropriate to withdraw the finality of the Office Action. Absent the granting of this 
request, the Applicant is faced with having to address previously unknown art under the 
procedural limitations attendant to a final rejection. 

Addressing the rejection substantively, it is believed also that the prima facie case 
of obviousness is lacking. According to the Manual of Patent Examining Procedure, to 
reject a claim as prima facie obvious based on features disclosed in two different 
references, there must be some suggestion of the desirability of making the combination. 
Section 2143.01 MPEP, ch. 2100, p. 137 ("The mere fact that references can be combined 
or modified does not render the resultant combination obvious unless the prior art also 
suggests the desirability of the combination.") (Emphasis in original). Even if the 
modification of the prior art would have been well within the ordinary skill of the art at 
the time the invention was made, this does not establish the prima facie case of 
obviousness absent the requisite suggestion or motivation. Section 2143.01 MPEP, ch. 
2100, p. 137. If the Examiner does not establish the prima facie case, then the Applicant 
is under no obligation to submit evidence of nonobviousness. Section 2142 MPEP, ch. 
2100, p. 133. With regard to the prima facie case of obviousness, it is the Examiner who 
bears the burden of factually supporting such a conclusion. Section 2142 MPEP, ch. 
2100, p. 133. 

10 
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Here, it is admitted (see paragraph 7 of the Office Action dated April 20, 2006) 
that the Moseley patent does not teach disposing a design between and fixed to at least 
one of a base or top layer. The Examiner argues (paragraph 9) that it would have been 
obvious to construct the Moseley device with graphics on the top or bottom sheet as 
taught by Pantaleo to "enhance the aesthetic appearance of the device." With all due 
respect, the reason provided for combining the references is based on merely subjective 
speculation or opinion, rather than any objective evidence (factual support of the 
conclusion of prima facie obviousness as required by Section 2142 of the MPEP) that 
would possibly lead or motivate a skilled artisan to make the combination as proposed. In 
other words, it is believed that the cited "prior art does not suggest the desirability of the 
combination" being made, which suggestion is instead found only in the Applicant's 
Specification. The requirement for such objective evidence in making the prima facie 
case of obviousness is made clear by numerous precedential court decisions. 1 Under 
these decisions, as well as the above-cited passage from the MPEP, it is clearly not 
enough that the combination could have been made, on which principle the rejection 
seems to rely as its basis; rather, something in the prior art must actually suggest the 



1 In re Lee, 61 USPQ2d 1430 (Fed. Cir. 2002) ("The factual inquiry whether to combine references must 
be . . . based on objective evidence of record."). 
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desirability of making it. 2 Most if not all inventions arise from a combination of old 
elements, and if it were merely enough to cite to the various elements in the prior art 
without a requirement for a motivation or suggestion to make the combination, hardly a 
patent would issue. 3 Furthermore, the law makes clear that reliance on hindsight using 
Applicant's specification is improper, which here provides the only suggestion of 
disposing a design between and fixed to at least one of a base layer or top layer. 4 In light 
of the foregoing, Applicant respectfully submits that a prima facie case of obviousness is 
lacking with respect to claim 1 and its progeny, and reconsideration is respectfully 
requested. 

Still further, the Examiner has made of record that Moseley does not teach all of 
the features of the present invention, i.e. disposing a design between and fixed to at least 
one of a base or top layer, but attempts to use the Pantaleo patent to supply the missing 
features. However, it is clearly established that to properly support a Section 103 
rejection, the cited art must be analogous prior art. Section 2141.01(a) MPEP, ch. 2100, 



2 In re Fritch, 23 USPQ2d 1783 (Fed. Cir. 1992) ("The mere fact that the prior art may be modified in the 
manner suggested by the Examiner does not make the modification obvious unless the prior art suggested the 
desirability of the modification.")- 

3 In reRouffet, 149 F.3d 1350, 1357, 47 USPQ2d 1453, 1457 (Fed. Cir. 1998). 

4 In re Dembiczak, 50 USPQ2d 1614 (Fed. Cir. 1999) ("Our case law makes clear that 
the best defense against the subtle but powerful attraction of a hindsight-based obviousness 
analysis is rigorous application of the requirement for a showing of the teaching or motivation to 
combine prior art references.") 
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page 127. A two part test is employed to define the scope of analogous art, specifically: 
(1) whether the art is from the same field of endeavor, regardless of the problem 
addressed, and (2) if not, whether the art is reasonably pertinent to the problem with 
which the inventor is involved. 5 In the present case, it is believed that the prima facie 
case of obviousness fails because the art cited in support of the present Section 103 
rejection is neither analogous nor reasonably pertinent to the Applicant's field of 
endeavor. 

Specifically, the Pantaleo patent is directed to a child's serving mat or placemat, 
which clearly is not analogous to the present Applicant's field of endeavor (grips for 
sporting equipment). In this regard, the Federal Circuit Court of Appeals views the "field 
of endeavor" test as an objective, workable test for analogous/non-analogous art, noting 
with approval the Board of Patent Appeals and Interferences' determination of the field 
of an invention by consulting the structure and function of a claimed invention as 
perceived by the skilled artisan. 6 Clearly, a placemat or serving mat as described by 
Pantaleo does not have the same structure and function as the present grip for sporting 
equipment, being a substantially flat, fluid filled surface for protecting a similarly flat 



5 In re Bigio, 72 USPQ2d 1209, 1212 (Fed. Cir. 2004), citing//! re Deminski, 796 F.2d 
436, 442, 230 USPQ 313 (Fed. Cir. 1986) and/rc re Wood, 599 F.2d 1032, 1036, 202 USPQ 171 
(CCPA 1979). 

6 
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table surface rather than the grip described by the present Applicant, and is therefore non- 
analogous art. 

The next step in this analysis is to determine if the cited art is reasonably pertinent 
to the Applicant's invention. It is believed that the cited patents are not reasonably 
pertinent to the present Applicant's field of invention, and therefore that the Section 103 
rejection is improper and should be withdrawn. The position of the Federal Circuit and 
its predecessor court on this issue is clear. The Federal Circuit has stated that "[W]e have 
reminded ourselves and the PTO that it is necessary to consider 'the reality of the 
circumstances,' -in other words, common sense- in deciding in which fields a person of 
ordinary skill would reasonably be expected to look for a solution to the problem facing 
the inventor." 7 The Federal Circuit Court of Appeals has further stated that "... the 
purposes of both the invention and the prior art are important in determining whether the 
reference is reasonably pertinent to the problem the invention attempts to solve. If a 
reference disclosure has the same purpose as the claimed invention, the reference relates 
to the same problem ... If it is directed to a different purpose, the inventor would 
accordingly have had less motivation or occasion to consider it." 8 

Pantaleo teaches a children's placemat or serving mat 10 which comprises a pair of 

7 In re Oetiker, 24 USPQ2d 1443 (Fed. Cir. 1992), citing In re Wood, 599 F.2d 1032, 
1036, 202 USPQ 171, 174 (CCPA 1979). 

8 In re Clay, 23 USPQ2d 1058 (Fed. Cir. 1992). 
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superimposed pliable sheets 12 and 14 {see, Col 2, // 11-22), which as noted above is 
clearly "directed to a different purpose" (protecting a table surface) than the present 
invention. Still further, an inner chamber 24 is defined, which contains a liquid 26 (see, 
Col 2, // 41-51) . Pantaleo specifically teaches that " ...the liquid 26 is freely movable 
within that inner chamber 24." 

To be suitable for its intended purpose, a grip for sporting equipment (such as a 
golf club grip, a tennis racket grip, or a motorcycle or bicycle handlebar grip) must 
provide a cushioning effect but also must promote secure contact between the user's hand 
and the sporting equipment. This allows proper control of, for example, a golf shot or 
tennis stroke made with the equipment. Accordingly, under the test cited with approval in 
In re Bigio, the Pantaleo device is clearly different not only in structure but in function 
from the present invention, and is therefore neither pertinent nor analogous art. Similarly, 
the embodiment of Moseley cited by the Examiner (see Figure 6 of the 6 764 patent) " ... 
requires an interposed volume of transparent fluid, preferably purified water" {see Col 6, 
11 20-24), 

Interposing a fluid layer of the nature explicitly taught by Moseley and Pantaleo 
would directly contravene the requirement for secure contact, rendering the sporting 
equipment substantially useless to the user. On this basis, the cited patents are not 
reasonably pertinent to the present Applicant's field of endeavor. The skilled artisan 
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looking to design a grip for sporting equipment which provides the desired degree of 
contact between the user's hand and the sporting equipment would not have "motivation 
or occasion to consider" the serving mat or placemat arts, and more specifically would not 
look to a stationary object such as a serving mat or placemat filled with a movable fluid, 
in designing such a grip designed for actively moving and controlling an article of 
sporting equipment. Therefore, at least the secondary reference cited in support of the 
Section 103 rejection fails of its purpose. No suggestion or motivation to make the 
presently claimed invention is provided in the primary reference, and the rejection should 
therefore be withdrawn. 

It is believed that the claims of the present application are in condition for 
allowance, and therefore issuance of an early Notice of Allowance is respectfully 
requested. In the alternative, at the least it is believed that for the foregoing reasons the 
finality of the Office Action should be withdrawn, to allow the Applicant the opportunity 
to properly respond without the procedural burdens imposed by a final Office Action. 

Respectfully submitted, 
KING & SCHICKLI, PLLC 




Patrick M. Torre 
Registration No. 55,684 
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